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MORELL ET AL. 



A S^^^^^^^^^^ STATUTORY PERIOD FOR REPLY .S SET TO EXPIRE , MONTH(S) FROM 

^XS^tem, adjustment See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on ni Orfnl..r '>nn4 nnd 04 November 2004 . 
« xn Tki., ^if^n !« PINAL 2b)S This action is non-final. 

closed in accordance with the practice under Ex parte Quayle. 1 935 CD. 1 1 . 453 O.G. 3. 

Disposition of Claims 

A)M Claim(s) ^7.7.«^ «n B2 and 85-9^ is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5)0 Claim(s) is/are allowed. 

6M Ciaim(s) ff^ to 7^ an fi? and 85-9f is/are rejected. 
7M Claim(s)71andZ3 is/are objected to. 

sb Claim(s) are subject to restriction and/or election requiremenL 

Application Papers 

„D rrror dlrln .object. «. ^ Exan„.er. Note a«a*e<. Offlce Ac^n or .om, PTO.,52. 

Priority under 35 U.S.C.§ 119 

12)ia Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(aHd) or (f). 

a)SAll b)n Some *c)n None of: 

in Certified copies of the priority documents have been received. 

20 certified copies of the priority documents have been received in ^^''^''^^^^l—. 
3 5 copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
. see the attached detailed Office action for a list of the certified copies not received. 
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2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3 El infomiation Disclosure Statennent(s) (PT0.1449 or PTO/SB/08) 
Paper No{s)/Mail Date 10062004. 



4) □ Interview Summary (PTO-413) 
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Art Unit: 1638 

DETAILED ACTION 



1. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

2. The objections to the specification are withdrawn in Ught of the amendments. 

3. Hie objections to claims 68, 72, 75, 82, 87, and 88 are withdrawn in light of the claim 
amendments. 



4. The rejection of claims 68-70, 72, and 80-85 under 35 U.S.C. 112, 2^' paragraph is 
withdrawn in Ught of the claim amendments or cancellations. 



5. The rejections of claims 67, 68, 70, 72, 74, 75, 80-83, and 85-91 under 35 U.S.C. 102(b) 
and 102(e) are withdrawn, in light of the claim amendments. 

Claim Objections 

6. Claim 73 remains and claim 71 is objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Claim 74 remains objected to for reciting, "isolate" instead of -isolated- in line 2. 
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Claim RejecHotts - 35 USC § 112 

7. Claims 68, 69, 72, 75, 80, 82, and 85 remain and claims 67, 70 74, and 86-91 are rejected 
under 35 U.S.C. 112, first paragraph, as failing to comply with the written description 
requirement. Tlie claim(s) contains subject matter which was not described in the specification 
in such a way as to reasonably convey to one skilled in the relevant art that the inventor(s). at the 
time the application was filed, had possession of the claimed invention, for the reasons of record 
stated in the Office action mailed April 2, 2004. Applicants traverse the rejection in the paper 
filed October 4, 2004. AppUcants' arguments were fiiUy considered but were not found fiiUy 
persuasive. 

Applicants argue that the claim amendments render the rejection moot (response, page 
23. 4* full paragraph). However, the claims still encompass nucleic acid molecules that can 
encode any starch synthase activity. The specification indicates that four classes of starch 
synthases have been identified in plants: GBSS, SSI, SSH, and SSm (page 8, Unes 8-1 5). SEQ 
ID NO: 4 is an SSH enzyme. The nucleotide sequence of SEQ ID NO: 3 and the amino acid 
sequence of SEQ ID NO: 4 are not correlated with any other type of activity. It is suggested that 
the claims be amended to indicate that the starch synthase is starch synthase -U-. It is also 
noted that claim 75 encompasses SEQ ID NOs: 26 and 27. It is suggested that parts (i) and (ii) 
of claim 75 be removed. As discussed in the last Office action, those sequences are found within 
non-elected SEQ ID NO: 1. 

8. Claims 68, 69, 72, 75, 80, 82, and 85 remain and claims 67, 70 74, and 86-91 are rejected 
under 35 U.S.C. 112, first paragraph, for lacking enablement for the fixll scope of the claims, for 
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the reasons of record stated in the Office action mailed April 2. 2004. Applicants traverse the 
rejection in the paper filed October 4, 2004. Applicants' arguments were fully considered but 

were not found fully persuasive. 

AppUcants argue that the claim amendments render the rejection moot (response, page 
26, 5* full paragraph). However, the claims still encompass isolated nucleic acid molecules that 
can encode any starch synthase enzyme, whereas SEQ ID NO: 4 is a starch synthase 11. It is also 
noted that claim 75 still encompasses probes and primers set forth in SEQ ID NOs: 26 and 27. 
However, as noted in the last Office action, SEQ ID NOs: 25-28 are in non-elected SEQ ID NO: 
1 . It is again suggested that the claims be amended as discussed above. 

Further, claim 80 still indicates that the enzyme activity of one or more starch synthase 
isoenzymes is modified. As discussed previously, the specification does not indicate how 
enzyme activity, as opposed to nucleic acid expression, is affected by the claimed method. It is 
suggested that lines 5-6 of the claim be amended to indicate that the expression level of starch 

synthase n is decreased. 

Further, regarding claim 91. it is unclear how one skilled in the art is to use a gene 
construct or vector comprising the probe or primer of claun 74. Probes and primers are used in 
hybridization or PGR methods. It is unclear, and not explained in the specification, how one 
skilled in the art would use a gene construct or vector comprising the probe or primer. The probe 
or primer could be considered a molecule of. for example, part ii) of claim 80 or part (iv) of 
claim 86. However, sequences smaller than 23 nucleotides are known to be insufficient to down- 
regulate expression of a coding sequence. For example. Thomas et al. (Plant J., 2001, Vol. 25, 
pages 417-425) teaches that the lower size limit for silencing a GFP transgene is 23 nucleotides 
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(pages 418-419). The claimed gene construct and vectors comprising probes and primer 
sequences as small as 15 nucleotides could not be used to down regulate any endogenous starch 
synthase II genes. It is unclear how else one skilled in the art is to use the claimed gene 
constructs and vectors. See v NnvoNordisk.A/S. 42 USPQ2d 1001, 1005 

(Fed. Cir. 1997), which teaches that "the specification, not the knowledge of one skilled in the 
art" must supply the enabling aspects of the invention. 



Claims 71 and 73 are objected and claims 67-70, 72. 74, 75, 80, 82, 85-91 are rejected. 



Contact Information 

Any inquiry concerning this or earlier communications from the Examiner should be 
directed to Ashwin Mehta, whose telephone number is 571-272-0803 Th« /xammer c^ 
^Lally be reached from 8:00 A.Mto5:30P.M. If attempts to reachtheE^^^^^^ 
are unsuccessfiil, the Examiner's supervisor, Amy Nelson, can be reached at 571-272-0804^ The 
fax phone numbers for the organization where this application or proceedmg is ^^'^^^^^l^^- 
273-8300 Patent applicants with problems or questions regarding electromc images that can be 
viewed in the Patent Application Information Retrieval system (PAIR) can now con act Ae 
USPTO's Patent Electronic Business Center (Patent EBC) for assistance Representatives are 
Se to answer your questions daily from 6 am to midnight (EST). The toll free nmnber is 
(866) 217-9197. When calling please have your application serial or patent number, toe type ot 
doclent you are having an image problem wito, toe number of pages and the specific nature of 
toe problem. The Patent Electronic Business Center will notify applicants of the resolution of 
toe problem witoin 5-7 business days. Applicants can also check PAIR to confirm toat toe 
problem has been corrected. The USPTO's Patent Electronic Business Cento is a complete 
S?.ice center supporting all patent business on toe hitemet. The USPTO's PAIR system 
provides mtemet-based access to patent application status and history °"^f^^^^^^^^^^ 
enables applicants to view toe scanned images of toeir own application file fo der(s) as well as 
general patent information available to toe public. Status information for published apphcati^s 
may be obtained from eitoer Private PAIR or Public PAIR. Status information for^P^^^^hed 
applications is available through Private PAIR only. For more information about toe PAIR 
system, see ht^://pair-direct.uspto.gov. 
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all other customer support, please call the USPTO Call Center (UCC) at 800- 



9199. 
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Ashwin D. Mehta, Ph.D. 
Primary Examiner 
Art Unit 1638 



